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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-22, 24-41 and 48-49 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter that was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The original 
specification does not teach the claimed diameter of the port being less than the 
diameter of the microchannel and does not teach "none of the liquid enters the fluid 
interface port". 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-22 and 24-41 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims (1- 
28,58-150) and (1-45) of copending Application No. 10/028,852 and 10/057,354 
respectively. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the claims are directed to a microfluidic device having 
a virtual wall. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 1-22 and 24-41 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-26 of U.S. Patent No. 
6,877,528. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the claims are directed to a microfluidic device having 
a virtual wall. This patent is silent to the claimed dimension of the interface port. 

The court decided In re Rose (105 USPQ 237) "... the size of the article under 
consideration which is not ordinarily a matter of invention ." Additionally, it is desirable 
to make microfluidic devices as small a possible to minimize the volumes of reagents 
and samples. This minimization saves in the cost of the reagents and conserves the 
samples for further testing. 
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It would have been within the skill of the art to modify USP 6,877,528 and have 
channels and ports in the device meeting the claimed size of the channels and as the 
dimensions chosen for the channels would not ordinarily be a matter of invention. 
Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-22, 24-41 and 48-49 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Fuchs (USP 5,757,482). 

See the appropriate paragraph of the 1 1/9/06 rejections. 

Response to Arguments 

Applicant's arguments filed 7/9/08 have been fully considered but they are not 
persuasive. 

Double Patenting Rejections 

Applicant traverses the non-statutory and statutory obviousness-type double 
patenting rejections. Applicants state to expedite the prosecution, terminal disclaimers 
will be filed upon resolution of all other outstanding issues. The Office maintains the 
non-statutory and statutory obviousness-type double patenting rejections are proper. 
These rejection can be overcome by the filing of the proper and timely terminal 
disclaimer. 

35 U.S.C. 112 Rejections 

Applicant's state page 5 lines 4-6 of the original specification provide support for 
the limitation that the "... microchannel is larger than the diameter of the fluid interface 
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port..." The Office has consulted page 5 of the specification and notes the specification 
teaches the "... the lateral dimensions of fluid interface port(17) are substantially 
identical to or less than the diameter of the microchannel(3) ..." which does not naturally 
flow to encompass the pending claim language of "significantly smaller." The Office 
maintains the claimed "significantly smaller" is not taught or supported by the original 
specification. Additionally, it is not clear if the claimed "depth" is analogous to the 
specification's teaching of "diameter." Clarification could be achieved by using the 
language from the specification on page 21 lines 4-5 verbatim. 

Applicants state page 21 lines 4-28 support the claim language "... the virtual 
wall is formed, such that none of the liquid enters the fluid interface port". The Office 
has considered this portion of the specification and believes it teaches the "dead 
volume" is the volume of liquid not flushed through the fluid interface and is "... most 
preferably about zero." There is no discussion in this portion of the specification relating 
to the virtual wall and the Office maintains the above 35 USC 1 12 first paragraph 
rejections. Rather, the original specification (e.g. see page 16 lines 10-20) teaches 
adding fluid through the port(17) which appears to contradict the new limitations. 

Claim Rejections Under 35 U.S.C. 102 

Applicant states the independent claims 1 ,1 5,48 and 49 specify that none of the 
liquid in the microchannel flow into the interface port when the virtual wall is formed. In 
light of the above 35 USC 112 first paragraph issues, it is onto clear if there is support in 
the original disclosure for this language. Even if there were support, the pending 
independent claims are directed to a "Method of forming a fluid interface port " A 
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Microfluidic structure " A microfluidic structure ..." and " A method of forming a fluid 
interface port ..." respectively. All of the pending claims are directed to either a method 
of making a structure or the structure alone. None of the claims are directed to a 
method of using the structure. The Office maintains the cited prior art teaches the 
claimed structures and methods of making the claimed structures and have been 
properly read on the claims. The argued issue of the "virtual wall" is not a structural 
limitations of the device, but rather seems to relate more closely to the method of using 
the device which is not presently claimed. The Office maintains all of the rejections of 
record are proper. 

Applicants argue the cited prior art fails to teach "... a device ... with a constant 
depth These remarks are not commensurate in scope with the pending claims 
where "constant depth" has been deleted. 

Applicants state the cited prior art fails to teach the "depth" of the port is 
"substantially smaller than the diameter of the fluid interface port". The Office maintains 
the language "smaller than" is sufficiently broad to have been properly read on the cited 
prior art. 

Applicant's remarks concerning Chow were convincing and the rejections have 
been vacated. 

Applicants remarks concerning Handique were convincing the rejections have 
been vacated. 

Applicants state the port(24) taught by Fuchs must be at least 400 microns thick 
and cannot be less than the channel which is 10-1000 microns. The Office does not 



Application/Control Number: 10/027,516 Page 7 

Art Unit: 1797 

agree because Fusch only teaches 400 microns as a preferred embodiment. Fuchs 
teach in column 5 lines 9-12 the cover(20) is at least 10 microns which has been read 
on the claimed depth of the port "significantly smaller" than the diameter of the interface 
port. 

Conclusion 

This is a continuation of applicant's earlier Application No. 10/027,516. All claims 
are drawn to the same invention claimed in the earlier application and could have been 
finally rejected on the grounds and art of record in the next Office action if they had 
been entered in the earlier application. Accordingly, THIS ACTION IS MADE FINAL 
even though it is a first action in this case. See MPEP § 706.07(b). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no, however, event will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lyle A Alexander whose telephone number is 571-272- 
1254. The examiner can normally be reached on Monday, Tuesday or Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

/Lyle A Alexander/ Lyle A Alexander 

Primary Examiner, Art Unit 1797 Primary Examiner 

Art Unit 1743 



